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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 32 and 33 rejected under 35 US.C 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Newly presented claims 32 and 33 include step (b) that recites "drawing air from around 
a target chemical over said organism after it displays a response behavior to said resource". 
The originally filed specification and claims fails to provide support for the new claim limitation 
that the organism is exposed to the target chemical "after it displays a response behavior to said 
resource". The originally filed specification and claims state that the organism is exposed to the 
target chemical while it contacts or is exposed to the biological resource. See pages 20 and 21 of 
the originally filed specification and originally filed claims 17 and 1 8. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 32 and 33 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 32 includes the steps of a) presenting a freely moving organism to a biological 
resource. Step b) of the method requires exposing the organism to a target chemical after it 
"displays a response behavior to said resource". Step c) requires removing the organism from 
the resource after it "displays a response behavior to said resource". If the conditions recited in 
steps b) and c) are followed, the organism would never be exposed to the target chemical. 
Clarification and/or correction is requested. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Biederman (US 4,022,054) in view of Lambersten et al.(US 4,807,706). 

The reference of Biederman discloses a method for training organisms to detect at least 
one chemical that includes i) presenting a freely moving organism (gerbil) in the immediate 
presence of a stimuli (electric shock); ii) drawing air from around a target chemical over the 
organism while exposed to the stimuli; iii) removing the stimuli from the organism after it 
displays a response behavior (activation of lever 46 or 48) to the stimuli. 

The above claims differ by reciting that the stimuli is a biological resource rather than an 
electrical shock as disclosed by the reference of Biederman. 

The reference of Lambersten et al. discloses that it known in the art of animal 
experimental psychology to employ food rewards or electric shock for training or conditioning 
animals (See column 6, lines 28-39). 

In view of this teaching, in the absence of a showing of criticality and/or unexpected 
results, it would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to modify the training of the organism of the reference of Biederman to employ a food 
stimulus rather than electric shock for the known and expected result of providing an alternative 
means recognized in the art to achieve the same result. This technique is conventional in the art 
and known as classical conditioning or Pavlovian conditioning and would result in a trained 
organism that would display behavior to the target chemical without the presence of a biological 
resource. 

With respect to the length of time for the exposures and/or number of exposures, it would 
have been obvious to one of ordinary skill in the art to determine the optimum lengths and/or 
number of exposure steps required to condition the organism based on considerations such as the 
specific organism employed and/or the target chemical to be detected by the organism. 

Allowable Subject Matter 

5. Claims 24-3 1 and 34-37 are allowed. 

6. The following is a statement of reasons for the indication of allowable subject matter: 
Claims 29-3 1 and 37 are allowable over the prior art of record for the same reasons as set 

forth in the office action dated 02 Sept. 2003. 

Applicant's arguments, see pages 8-9, filed 02 Jan. 2004, with respect to claims 24-28 
and 34-36 have been fully considered and are persuasive. Claims 24-28 and 34-36 would not 
have been obvious over any of the previous prior art rejection employing the reference of Wilson 
et al.(US 5,134,892). 
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Applicant's arguments, see pages 13-16, filed 02 Jan. 2004, with respect to claims 24-28 
and 34-36 have been fully considered and are persuasive. Claims 24-28 and 34-36 would not 
have been obvious over any of the previous prior art rejection employing any of the references 
of Bitterman et al., Marfaing et al or Manner et al in view of Matsui. 

Furthermore claims 24-28 and 34-36 define of the reference of Biederman because it 
would not have been obvious to one of ordinary skill in the art to modify the reference of 
Biederman to include a data analysis system operatively connected to the sensor means since the 
reference of Biederman merely employs toggles connected to lights. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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8. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to William H. Beisner whose telephone number is 571-272-1269. 
The examiner can normally be reached on Tues. to Fri. and alt. Mon. from 6: 15am to 3:45pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert J. Warden can be reached on 571-272-1281. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




William H. Beisner 
Primary Examiner 
Art Unit 1744 



WHB 



